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sub.it that the Office did not adequate* foHow the MPEP and, therefore, the rejection is • 
insupportable. 

The Office, in applying the second paragraph of Form Paragraph 8.38, stated that the 
subject .atter clai med in the instant apphcation is fully disCosed in the patent and is covered 
by the patent since the patent and the apphcation are Canning comm „ n su5ject matter 
(em P has ls added), as fol.ows: A method of f orming an insulating fi, m formed over a glass 
substrate. Applicants respectfully submit the Office appeared to merely rephrase the 
preamble of claim 1 of the present application without any further showing that the '138 
patent and the instant application are claiming common subject matter that is required by the 
above-cited section of the MPEP. 

In comparing claims 1-29 of the instant application and claims 1-27 of the '138 
Patent, Applicants cannot find claimed common subj ect matte, For example, claim 1 of the 
instant application rectes a method of forming insulating film comprising silicon oxide 
formed over a g,ass substrate, wherein the insulating film includes halogen at a concentration 
ofSxlO cm orlessandcarbonataconcentration O f5xl0-cm-3 or less which are detected 
by second ion mass spectroscopy, while Cairn 20, for example, of the '138 patent recite a 
method of manufacturing a semiconductor device, wherein the monocrystal-Hke region or 
substantially monocrysta,-,i k e region contams substantially no grain boundary therein 
con^ms hydrogen and/or halogen atoms for compensating a defect at a density of , sl0 » to' 
cm therein, also contains carbon and nitrogen atoms at a density of 1x10* to 5xl0 18 
atms cm , and further contains oxygen atoms at a density of IxlO 17 to 5x10" atms cm" 3 

As can be seen in the above example , the '138 patent does not claim a concentration 
of halogen and/or hydrogen in an insulating film but , rather , in . ^ ^ 

monocrystal like region. Furthermore, the '138 patent does not claim the instating film 
- u mg a halogen at a concentration of 5x10* cm -3 or less ^ , ^ ^ & 
ot 5x 1 0 cm or less, as recited in claim 1 . 

In another example, although Cairn 23 of the '138 reference indicates forming a 
thermal ox.de by thermal annealing of the crystal.ine silicon film m an oxidizing atmosphere 
contammg halogen element and Cairn 26 of the «!38 reference shows some gases for the 
ox.d.zmg atmosphere with the halogen element, Cairns 23-27 of the ',38 reference do not 
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rece *c feature of ha,o g e„ md ^ ^ ^ . nsu 

compns,n g s „,„„ „ x , d e as reciKd i„ me presently .^.^ 

Other clai™ of the .,38, ,„ a<lditi<>n , 0 cairns 20 „„ 23 
lack common subject matter w ith the ApphW pendi „ 8 cla , ms 
submit that no claim of th, .,,8 reference ,„c„es the elaimed „„_ 
Cement „ d carbon ,„ the insulating fi|m . M AppIiean , s ^ find 8 
•he res, of the P ,„di» g claira md claims of fc „ pMmi ^ offlce J ~ 
ow Apphcana any common subject ™„„ „ any obvious ^ ^ 
claimed ,„»e„, 10 „ and the claimed invention of the ' 138 patent. 

Moreover, Applicants respecMy submil „,„ ^ 0ffice 
3« F.2d 350, ,58 USPQ 210 (CCPA 19<S8) , ndisc[jmtaaMy wBhou ^ wravai 

No. 08/226,660. A copy of me decision will be provi d ed to the Office, if necesatry. 

In vtew of the agents « , onh above, th, jlld ,cia„ y created doctrine of doub.e 
patenting rejectton of Cairn, 1-29 „ respectful,, Rested to be reconsidered and withdn,™ 
Additionally, Applicants respectfully request that the Office m rely on the priority 
document application, Jr 5-55236, which has a priority date of F.brua^ ,9, ,.,3 , doe 
no appear that, he priority document ,36 provide, s „ pp o n for „ e pendi „ s ^ ^ . 
the pre en, , pp „ca„„„ under 35 U.S.C. , „2. The «,„ translation of „. priolily 

Z~ AppIic *"' in a pra app,ica,ion Seri " N ° 08 " 98 ' 054 " "2— <° - 

Applicants now appreciate tha, the priority application does no, appear to provide 
comp ete support for the c„rre„„y pen di „ g Cairns, partly with re g „d to the upper limi, 
of ,o g e„ Further, the Japanese priority document does not dis Cos. use of fl L„e as 

be constdered based only on its U.S. filing date of Febni«r, 18, ,994. 

coNcrusTOTv 

Having responded to .„ rejections set f 01th in the om ^ 

Z hi, , ,T ,s y ,olioi,ed - ,n *• — ,hM *• ' is «**» 

a bnef tCephone or persona, interview wi„ faci.itate a„owa„ce of one o, more of the 
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above claims, the Examiner is courteously requested to contact Applicants' undersigned 



representative. 



Respectfully submitted, 
NIXON PEABODY, LLP 



JLC/LCD/sbs 




.harles M. LeedomfJr, 
Reg. No. 26,477 

8180 Greensboro Drive, Suite 800 
McLean, Virginia 22102 
Telephone: (703) 770-9110 
Facsimile: (703) 883-0370 
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